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DETAILED ACTION 
Remark 

• This Office Action is in response to applicant's amendment filed on July 14, 2004, which has 
been entered into the file. 

• By this amendment, the applicant has amended claims 1-5 and 7-8. 

• Claims 1-8 remain pending in this application. 

• The oath and declaration is not defective in light of applicant's amendment. 

• The rejection to claim 8 under 35 USC 112, first paragraph, set forth in the previous Office 
Action is withdrawn in response to applicant's amendment. 

Response to Amendment 

1 . The amendment filed on July 14, 2004 is objected to under 35 U.S.C. 132 because it introduces 
new matter into the disclosure. 35 U.S.C. 132 states that no amendment shall introduce new matter into 
the disclosure of the invention. The added material, which is not supported by the original disclosure is 
as follows: claim 1 has been amended to include the phrase "non-graphic design of primary base 
colors". The applicant is respectfully reminded if the graphic designs of primary colors are in offset 
registration with respect to non-graphic design indicia of primary base colors then three dimensional 
effect may not occur. 

Applicant is required to cancel the new matter in the reply to this Office Action. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the first paragraph of 35 U.S.C 112: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 
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3. Claims 1-8 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to comply with the written 
description requirement. The claim(s) contains subject matter which was not described in the 
specification in such a way as to reasonably convey to one skilled in the relevant art that the inventor(s), 
at the time the application was filed, had possession of the claimed invention. 

The reasons for rejection based on newly added matters are set forth in the paragraph above. 

4. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 

The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

5. Claims 1-8 are rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for failing to 
particularly point out and distinctly claim the subject matter which applicant regards as the invention. 

Claims 1-8 have been extensively amended either directly or indirectly, new grounds of rejections 
are therefore necessitated. 

The phrase "said non-graphical design indicia of primary base colors", and the phrase "said 
graphic indicia registration of primary colors and non-primary base colors" recited in claim 1 are 
confusing and indefinite since they each lacks proper antecedent basis from earlier part of the claim. 

Also it is not clear if the phrase "composite graphic indicia" and the phrase "composite graphic 
indicia registration" recited in the claims are the same or not. If they are the same please adopt just one 
phrase, if they are not please specify what is the difference between the two. 

It is also not clear what is this "non-graphic design indicia of primary base color". This makes 
the phrase "b" in claim 1 very vague and indefinite. 

The phrase "viewing portions of composite graphic indicia from a central viewing position not in 
central alignment therewith to impart angular inclination viewing angles to said composite graphic indicia 
registration portions in non-central alignment with said central viewing position" recited in claim 1 is 
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very confusing and indefinite. It is really not clear if this phrase is referred to a "portions of the 
composite graphic indicia" or is referred to "viewing positions". It is not clear what is considered to be 
"not in central alignment therewith"? What is not in central alignment? The central alignment is defined 
with respect to what? Also if one views from a central viewing position, how can a multiple viewing 
angles be imparted? One direction of viewing has only one viewing angle. It is not clear if this phrase 
really means that "if one views the composite graphic indicia from a normal viewing position, (normal 
means in perpendicular to a plane parallel to the observer), then the portions of the composite graphic 
indicia arranged not in line with the normal direction will appear to be angularly inclined with respect to 
the normal direction". If this is the case, then the corresponding structure, namely having different 
primary color graphic design being placed at positions not in line with the normal line and in angular 
inclination, needed to be included in the claims to support the claims. 

The phrase "viewing portions of said composite graphic indicia registration of said primary colors 
appearing in dimensional relationship to said non-primary and said primary colors in central alignment 
with said central aligned viewing position" in claim 1 is completely confusing and vague. How can the 
colors be "aligned with central aligned viewing position"? It is not clear if this phrase means the 
arrangement of different graphic design or not? 

Claim 4 with the amendment is very confusing. Again it is not clear with respect to what is the 
"central alignment therewith" defined. Also it is not clear how could the "viewing portions", (not clear if 
this means the portions on the indicia or the viewing positions of the observer), "imparts angular 
inclination viewing of primary graphic indicia colors imparting a wrap a around graphic visualization 
effect"? The applicant is respectfully noted that the "portions of the graphic indicia" DO NOT impart any 
inclination viewing or any wrap around visualization effect, etc. Rather is the result of the arrangements 
of the primary colored and non-primary colored graphic indicia against a black background IN 
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COMBINATION with the proper colored vision adds. The phrases (d), (e) in claim 1 and phrases in 
claim 4 are all confusing and in errors. 

Applicant is respectfully reminded to clarify ALL of the errors, confusions and discrepancies 
of the claims to make the claims in comply with the requirements of 35 USC 1 12, first and second 
paragraphs. 



Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all obviousness 

rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as 
set forth in section 102 of this title, if the differences between the subject matter sought to be 
patented and the prior art are such that the subject matter as a whole would have been obvious at 
the time the invention was made to a person having ordinary skill in the art to which said subject 
matter pertains. Patentability shall not be negatived by the manner in which the invention was 
made. 

7. Claims 1-6 and 8 are rejected under 35 U.S.C. 103(a) as being unpatentable over the patent 
issues to Burton (PN, 6,608,718). 

Burton teaches a method and system for creating three-dimensional visualization of images 
wherein a set of specific color and geometric patterns are formed on a substantially black background. 
The black background serves as the non-primary base color, which as taught by Burton can be the wall 
background of a room The specific color and geometric patterns may include different color portions 
(10-14 in Figure 1 or 20-28 in Figure 2, or 34, 36 and 38 of Figure 3). Burton teaches the color portions 
may include red, blue and green portions (14, 10 or 28, 20, 22), which are of primary colors andyellow 
portions and orange portions of non-primary portions, wherein the colored portions can be overlapped 
with each other, (please see Figure 3), and be formed on the black background, as indicated in Figures 1- 
3. Burton teaches that by illuminating the color portions and the background with ultraviolet light and by 
viewing the color portions with a pair of stereoscopic lenses that selectively diffract light based on the 
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wavelength, the different color portions, which together forms a composite color pattern or graphic 
indicia, will appear to be "floating" in the space as against the black background at different spatial 
positions and elevation, (please see Figure 2A). That is to say the composite color pattern with different 
color portions appear in dimensional relationship with respect to the black background and with respect 
to each other, which therefore creates depth or stereoscopic illusion to the viewer, (please see columns 3- 
4). 

This reference has met all the limitations of the claims with the exception that it does not teach 
explicitly that the black background and the color portions are applied on a curvilinear surface. However 
Burton teaches explicitly that the optical three-dimensional effect is the result of having different colored 
objects or portions being positioned on a black background so that when illuminating the colored objects 
or portions with ultraviolet light the viewer will see the colored objects or portions free-floating against 
the black background when viewed through the stereoscopic lenses, (please see column 3). It is implicitly 
true that the optical three-dimensional effect does not rely on the geometric shape of the background 
surface but on the black color nature of the background surface. Burton does teach that the colored 
portions or patterns, which includes both primary color potions and non-primary color portions, may 
assume different geometric shapes and be portions of a figures with curved structure, (please see Figures 
1-4). It would then have been obvious to one skilled in the art to apply the same method to use a curved 
background surface for the benefit of allowing the three-dimensional image method being applied to a 
curved background surface as desired. Furthermore, it has been held that a recitation with respect to the 
manner in which a claimed apparatus is intended to be employed does not differentiate the claimed 
apparatus from a prior art apparatus satisfying the claimed structural limitations. Ex parte Madham, 2 
USPQ2d 1647 (1987). 

This reference also does not teach explicitly that the black background and each different color 
portion or geometric pattern forms a composite graphic design indicia. However Burton does teach that 
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the colored portions or patterns, which includes both primary color potions and non-primary color 
portions, may assume different geometric shapes and be portions of a figures, i.e. forms a composite 
graphic indicia, (please see Figures 1-4). As mentioned in the paragraphs above, the critical factor to 
achieve the optical three-dimensional effect is to have different colored portions applied on a black 
background and viewed through stereoscopic lenses, i.e. to create color contrast. The nature of the 
colored portions to be graphical or to assume any geometric shapes become an issue of obvious matters of 
design choices to one skilled in the art for the benefit of creating three-dimensional images of personal 
preference. 

With regard to features concerning the "central alignment" and "non-central alignment" recited in 
the claims, they are not well defined for the reasons stated above and therefore can only be examined 
briefly. It is explicitly demonstrated by Figure 2A, that when an observer wearing the stereoscopic lenses 
looks toward the composite graphic indicia, (including different colored portions 20A to 28A), the color 
portions that are not in central alignment with the viewing direction (indicated by the arrow under the 
glasses), will appear to be in multiple angular inclinations with respect to the central alignment direction. 

With regard to claim 3, Burton teaches that the primary colors include red, blue and green colors. 

With regard to claims 4 and 5, Burton teaches that the color portions or patterns may appear to 
have staircase relationship, which therefore creates an angular inclination either when the observer 
wearing the stereoscopic lenses looking along the alignment or not along the alignment direction. The 
angular inclination is a result of the wavelength depended diffraction of the stereoscopic lenses, and not 
the result of the direction of viewing . In a different embodiment, Burton teaches that the different color 
regions are formed on a three dimensional objects with different color layers which will introduce even 
more angular inclination when viewed by the observer due to the geometric shape of the object, (please 
see Figure 3). 
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With regard to claim 6, Burton teaches that the colored portions or objects with fluorescent color, 
such as fluorescent red color will make the three-dimensional effect even more sharply contrast against 
the black background, (please see column 3, lines 40-5 1, and column 4, lines 1-32). 

With regard to claim 8, Burton teaches the stereoscopic lenses may include prisms, (please see 
column 1, lines 24-26). 

8. Claim 7 is rejected under 35 U.S.C. 103(a) as being unpatentable over the patent issued to 
Burton as applied to claim 1 above, and further in view of the patent issued to Kawai et al (PN. 
6,224,964). 

The method for creating optical three-dimensional image taught by Burton as described for claim 
1 above has met all the limitations of the claims with the exception that it does not teach explicitly that the 
color portions are applied by monolithic design transfer sheets of pre-printed multiple color registration. 
However using monolithic design transfer sheet with pre-printed multiple color registration to create 
colored pattern is very well known in the art as demonstrated by the teachings of Kawai et al. Kawai 
teaches that a monolithic thermal transfer sheet of multiple color registrations (1, Figure 1) is used to 
transfer color pattern onto a substrate. It would then have been obvious to apply the teachings of Kawai 
et al to use the standard monolithic transfer sheet to form the colored patterns of Burton for the benefit of 
making the colored patterns with single application process, to save time and cost. 



Double Patenting 

9. A rejection based on double patenting of the "same invention" type finds its support in the 
language of 35 U.S.C. 101 which states that "whoever invents or discovers any new and useful process ... 
may obtain a patent therefor ..." (Emphasis added). Thus, the term "same invention," in this context, 
means an invention drawn to identical subject matter. See Miller v. Eagle Mfg. Co., 151 U.S. 186 (1894); 
InreOckert, 245 F.2d467, 1 14 USPQ 330 (CCPA 1957); and/n re Vogel, 422F.2d438, 164USPQ619 
(CCPA 1970). 
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A statutory type (35 U.S.C. 101) double patenting rejection can be overcome by canceling or 
amending the conflicting claims so they are no longer coextensive in scope. The filing of a terminal 
disclaimer cannot overcome a double patenting rejection based upon 35 U.S.C. 101. 

10. Claims 1-8 are provisionally rejected under 35 U.S.C. 101 as claiming the same invention as 

that of claims 1-8 of copending Application No. 10/072,328. This is a provisional double patenting 

rejection since the conflicting claims have not in fact been patented. 

Response to Arguments 

6. Applicant's arguments filed July 14, 2004 have been fully considered but they are not persuasive. 
The newly amended claims have been fully considered and they are rejected for the reasons stated above. 

7. Applicant's arguments are mainly based on the newly amended claims and features they have 
been addressed in the paragraphs above. The applicant is respectfully noted that Figure 3 of Burton 
reference clearly shown the graphic indicia of primary colors and non-primary color are in overlapping 
relationship. The are also in overlapping relationship with respect to the black background or wall. 

Conclusion 

8. Applicant's amendment necessitated the new ground(s) of rejection presented in this Office 
action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). Applicant is 
reminded of the extension of time policy as set forth in 37 CFR 1 .136(a). 

A shortened statutory period for reply to this final action is set to expire THREE MONTHS from 
the mailing date of this action. In the event a first reply is filed within TWO MONTHS of the mailing 
date of this final action and the advisory action is not mailed until after the end of the THREE-MONTH 
shortened statutory period, then the shortened statutory period will expire on the date the advisory action 
is mailed, and any extension fee pursuant to 37 CFR 1.136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later than SIX 
MONTHS from the date of this final action. 
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9. Any inquiry concerning this communication or earlier communications from the examiner should 
be directed to Audrey Y. Chang whose telephone number is 571-272-2309. The examiner can normally 
be reached on Monday-Friday (8:00-4:30), alternative Mondays off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's supervisor, Drew 
Dunn can be reached on 571-272-23 12. The fax phone number for the organization where this 
application or proceeding is assigned is 703-872-9306. 

Information regarding the status of an application may be obtained from the Patent Application 
Information Retrieval (PAIR) system Status information for published applications may be obtained 
from either Private PAIR or Public PAIR. Status information for unpublished applications is available 
through Private PAIR only. For more information about the PAIR system, see http ^/pair- 
direct. uspto.gov. Should you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 

A. Chang, Ph.D. 




